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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even rf timery filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication^) filed on 01 August 2005 . 
2a)E3 This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-4 and 14-32 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 1-4 and 14-32 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) E3 The drawing(s) filed on 09 July 2003 is/are: a)Q accepted or b)E3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0. 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . The drawings are objected to under 37 CFR 1 .83(a) because they fail to show a 
landline communication device comprising circuitry adapted to place and receive calls 
over a landline communication network as stated claims 1 and 24, the landline 
telephone as stated by claims 16 and 27 as described in the specification. Any 
structural detail that is essential for a proper understanding of the disclosed invention 
should be shown in the drawing. MPEP § 608.02(d). Corrected drawing sheets in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 
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Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-4 and 14-32 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The use of "protocols", protocols and standards change over time, hence, 
it is inappropriate to have the scope of a claim change with time. Since 
organizations implementing standards meet regularly and have the authority to 
modify standards, any connection a claim may have to these standards may 
varying scope over time. The other aspect arising from this is enablement. If the 
standard changes, the disclosure may no longer support the limitation. If the 
scope of the invention sought to be patented cannot be determined from the 
language of the claims, a second paragraph rejection is appropriate (In re 
Wiggins . 179 USPQ 421). Note: 

http://www. uspto. gov/web/off ices/dcom/bpai/decisions/fd970622. pdf 

Regarding claim 2, the presence of a trademark or trade name in a 
claim is not, perse, improper under 35 U.S.C. 112, second paragraph, but 
the claim should be carefully analyzed to determine how the mark or name 
is used in the claim. It is important to recognize that a trademark or trade 
name is used to identify a source of goods, and not the goods themselves. 
Thus a trademark or trade name does not identify or describe the goods 
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associated with the trademark or trade name. See definitions of trademark 
and trade name in MPEP § 608.01 (v). If the trademark or trade name is 
used in a claim as a limitation to identify or describe a particular material 
or product, the claim does not comply with the requirements of the 35 
U.S.C. 112, second paragraph. Ex parte Simpson, 218 USPQ 1020 (Bd. 
App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or 
product. In fact, the value of a trademark would be lost to the extent that it 
became descriptive of a product, rather than used as an identification of a 
source or origin of a product. Thus, the use of a trademark or trade name 
in a claim to identify or describe a material or product would not only 
render a claim indefinite, but would also constitute an improper use of the 
trademark or trade name. If a trademark or trade name appears in a claim 
and is not intended as a limitation in the claim, the question of why it is in 
the claim should be addressed. Does its presence in the claim cause 
confusion as to the scope of the claim? If so, the claim should be rejected 
under 35 U.S.C. 112, second paragraph. 

The term "based" is undefined and indefinite in claim 2 and 3. How 
much are the protocols are based? A little, a lot? 
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Regarding claims 1 and 24, the term "may be" makes the claims 
indefinite. Also "the wireless communication network" lacks antecedent 
basis. 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1-32 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The specification fails to originally support and inadequately describe the 
now claimed landline communication device comprising circuitry adapted to place 
and receive calls over a landline communication network as stated claims 1 and 
24 and the landline telephone as stated by claims 16 and 27. Also applicant's 
attorney failed to specifically point out support in the specification for the 
amendments to claims 1 and 4 and support for the new claims 14-32. For 
example, cal may be placed and received by the landline communication device 
over the landline communication network and to the wireless transceiver so calls 
may be placed and received by the land line communication device over the 
wireless communication network via the wireless communication device and the 
local wireless communication link. The "written description" of the invention 
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required by first paragraph of 35 USC §1 12 is separate and distinct from that 
paragraph's requirement of enabling disclosure, since description must do more 
than merely provide explanation of how to "make and use" the invention. 
Applicant must also convey, with reasonable clarity to those skilled in the art, that 
applicant, as of the filing date sought, was in possession of the invention, with the 
invention being, for purpose of "written description" inquiry, whatever is presently 
claimed. Drawings alone may, under proper circumstances, provide "written 
description" of the invention required by 35 USC §112, and whether the drawings 
are from design application or utility application is not determinative. In order to 
satisfy "written description" requirement of 35 USC §112, the proper test is 
whether drawings conveys, with reasonable clarity to those of ordinary skill in the 
art, the claim subject matter. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. Claims 1, 4, 14, 15, 16, 17, 19, 20, 21, 22, 24, 25, 26, 27, 2829, 30, and 31 are 
rejected under 35 U.S.C. 102(b) as being clearly anticipated by Tarn. 

Tam discloses a communication system (figure 1 ) comprising a 
communication device (figure 3) and interface circuitry (figure 5) connected to a 
landline communication network (figure 4, #52) and comprising a wireless 
transceiver (#12) for communicating over a wireless communication link (#53) 
with a wireless communication device (#14) for a wireless communication 
network (#53), wherein the interface circuitry selectively connects the 
communication device to the landline communication network (#52) for landline 
calls and to the wireless communication device (#10) via the wireless 
communication link (#53) for wireless calls. 

Claim scope is not limited by claim language that suggests or 
makes optional but does not require steps to be performed, or by claim 
language that does not limit a claim to a particular structure. However, 
examples of claim language, although not exhaustive, that may raise a 
question as to the limiting effect of the language in a claim are: 

(A) "adapted to" or "adapted for" clauses; 

(B) "wherein" clauses; and 

(C) "whereby" clauses. 

The determination of whether each of these clauses is a limitation 
in a claim depends on the specific facts of the case. In Hotter v. Microsoft 
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Corp., 405 F.3d 1326, 1329, 74 USPQ2d 1481, 1483 (Fed. Cir. 2005), the 
court held that when a "'whereby' clause states a condition that is material 
to patentability, it cannot be ignored in order to change the substance of 
the invention." Id. However, the court noted (quoting Minton v. Nat'l Ass'n 
of Securities Dealers, Inc., 336 F.3d 1373, 1381, 67 USPQ2d 1614, 1620 
(Fed. Cir. 2003)) that a '"whereby clause in a method claim is not given 
weight when it simply expresses the intended result of a process step 
positively recited.'" Id.< 

The terms "maybe" makes the limitations optional. 




Application/Control Number: 10/615,408 Page 9 

Art Unit: 261 7 8/1 1/2006 Final Rejection.doc 

Tam shows the interface circuitry comprises a first switch (#235) 
connected between the communication device (#14) and the ring-tip line pair 
(#301 , 30, 302). A second switch (#123) connected between the communication 
device and the wireless communication device (#14) and a processing circuit 
(#124, 24-3, 127) for controlling the first (#235) and second switches (#123). 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 2, 3, 18, 23, and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tam. 

Applicant admits that wireless communication link uses the Bluetooth 
protocol or wireless communication link uses an 802.1 1 protocol, e-mail 
messages and personal digital assistant are old, well known, and admitted prior 
art. Hence, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to incorporate the admitted prior art in the 
communication system of Tam in order the communication system to use 
commercially available and standard communication protocols, data and wireless 
communication devices. 
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Response to Arguments 

9. Applicant's arguments filed July 1 1 , 2006 have been fully considered but they are 
not persuasive. 

Applicant's attorney states that the meaning of these claims would be 
discernible to one of ordinary skill in the art and definite. The Board of patent 
Appeals and Interferences disagrees with applicant's attorney. Also, applications 
attorney did not answer the question put by the examiner. If a trademark or trade 
name appears in a claim and is not intended as a limitation in the claim, the 
question of why it is in the claim should be addressed. 

Anticipatory reference need not duplicate, word for word, what is in claims; 
anticipation can occur when claimed limitation is "inherent" or otherwise implicit 
in relevant reference ( Standard Havens Products Incorporated v. Gencor 
Industries Incorporated. 21 USPQ2d 1321) . During examination before the 
Patent and Trademark Office, claims must be given their broadest reasonable 
interpretation and limitations from the specification may not be imputed to the 
claims ( Ex parte Akamatsu . 22 USPQ2d, 1918; In re Zletz . 13 USPQ2d 1320, jn 
re Priest . 199 USPQ 11). In response to Applicant's argument, the law of 
anticipation requires that a distinction be made between the invention described 
or taught and the invention claimed. It does not require that the reference 
"teach" what the subject patent teaches. Assuming that a reference is properly 
"prior art," it is only necessary that the claims under consideration "read on" 
something disclosed in the reference, i.e., all limitations of the claim are found in 
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the reference, or "fully met" by it. It was held in In re Donohue . 226 USPQ 619, 
that, "It is well settled that prior art under 35 USC §102(b)must sufficiently 
describe the claimed invention to have placed the public in possession of 
it... Such possession is effected if one of ordinary skill in the art could have 
combine the description of the invention with his own knowledge to make the 
claimed invention." Clear inference to the artisan must be considered, In re 
Preda . 159 USPQ 342. A prior art reference must be considered together with 
the knowledge of one of ordinary skill in the pertinent art, In re Samour . 197 
USPQ 1 . During patent examination, the pending claims must be "given the 
broadest reasonable interpretation consistent with the specification." Claim term 
is not limited to single embodiment disclosed in specification, since number of 
embodiments disclosed does not determine meaning of the claim term, and 
applicant cannot overcome "heavy presumption" \ha\ term takes on its ordinary 
meaning simply by pointing to preferred embodiment (Teleflex Inc. v. Ficosa 
North America Corp., CA FC, 6/21/02, 63 USPQ2d 1374). Applicant always has 
the opportunity to amend the claims during prosecution and broad interpretation 
by the examiner reduces the possibility that the claim, once issued, will be 
interpreted more broadly than is justified. In re Prater, 415 F.2d 1393, 1404-05, 
162 USPQ 541, 550-51 (CCPA1969). "Arguments that the alleged anticipatory 
prior art is nonanalogous art' or teaches away from the invention' or is not 
recognized as solving the problem solved by the claimed invention, [are] not 
germane' to a rejection under section 702." Twin Disc, Inc. v. United States, 231 
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USPQ 417, 424 (CI. Ct. 1986) (quoting In re Self, 671 F.2d 1344, 213 USPQ 1, 7 
(CCPA 1982)). A reference is no less anticipatory if, after disclosing the 
invention, the reference then disparages it. The question whether a reference 
"teaches away" from the invention is inapplicable to an anticipation analysis. 
Celeritas Technologies Ltd. v. Rockwell International Corp., 150 F.3d 1354, 
1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir.1998). 

Claim scope is not limited by claim language that suggests or 
makes optional but does not require steps to be performed, or by claim 
language that does not limit a claim to a particular structure. However, 
examples of claim language, although not exhaustive, that may raise a 
question as to the limiting effect of the language in a claim are: 

(A) "adapted to" or "adapted for" clauses; 

(B) "wherein" clauses; and 

(C) "whereby" clauses. 

The determination of whether each of these clauses is a limitation 
in a claim depends on the specific facts of the case. In Hoffer v. Microsoft 
Corp., 405 F.3d 1326, 1329, 74 USPQ2d 1481, 1483 (Fed. Cir. 2005), the 
court held that when a "'whereby' clause states a condition that is material 
to patentability, it cannot be ignored in order to change the substance of 
the invention." Id. However, the court noted (quoting Minton v. Nat'l Ass'n 
of Securities Dealers, Inc., 336 F.3d 1373, 1381, 67 USPQ2d 1614, 1620 



Application/Control Number: 10/615,408 Page 13 

Art Unit: 261 7 8/1 2/2006 Final Rejection. Doc 

(Fed. Cir. 2003)) that a '"whereby clause in a method claim is not given 
weight when it simply expresses the intended result of a process step 
positively recited.'" Id.< 

The terms "maybe" makes the limitations optional. 



Conclusion 

1 0. If applicants wish to request for an interview, an "Applicant Initiated Interview 
Request" form (PTOL-413A) should be submitted to the examiner prior to the interview 
in order to permit the examiner to prepare in advance for the interview and to focus on 
the issues to be discussed. This form should identify the participants of the interview, 
the proposed date of the interview, whether the interview will be personal, telephonic, or 
video conference, and should include a brief description of the issues to be discussed. 
A copy of the completed "Applicant Initiated Interview Request' form should be attached 
to the Interview Summary form, PTOL-413 at the completion of the interview and a copy 
should be given to applicant or applicant's representative. 

11. If applicants request an interview after this final rejection, prior to the interview, 
the intended purpose and content of the interview should be presented briefly, in writing. 
Such an interview may be granted if the examiner is convinced that disposal or 
clarification for appeal may be accomplished with only nominal further consideration. 
Interviews merely to restate arguments of record or to discuss new limitations which 
would require more than nominal reconsideration or new search will be denied. 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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13. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



14. Any inguirv concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM D. CUMMING whose telephone number is 
571-272-7861 . The examiner can normally be reached on Monday-Thursday 1 1am- 
8:30pm. 

1 5. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nick Corsaro can be reached on 571-272-7876. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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16. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ^As 




wdc 




William dimming 
Primary Patent Examiner 
William.Cumming@uspto.gov 



